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Dear Sir: 

Applicants respectfully petition the Director under 37 C.F.R. § 1 . 144 for withdrawal of the 
Restriction Requirement issued March 10, 2006 and kindly request that the Director direct the 
Examiner to combine and examine certain groups together which were improperly divided into 
separate groups (as described below). 

This petition is proper and timely because: (1) the Restriction Requirement was traversed 
and reconsideration was requested in a response filed on April 4, 2006; (2) the Restriction 
Requirement was made final by the Examiner in an Office Action mailed July 20, 2006; and (3) the 
petition is being submitted before appeal and before a final action on or allowance of the claims in 
accordance with 37 C.F.R. § 1.144. 
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In accordance with 37 C.F.R. § 1.181, the following is a statement of the facts involved, 
points to be reviewed, argument, and action requested. 

FACTS INVOLVED 

The instant application, entitled "Novel MHC Associated Peptides" was filed on October 1, 
2003 with 40 claims. The Examiner divided the claims into 56 groups as set forth below: 

I. Claims 1-6 and 22-3 1, drawn in part to a peptide selected from the group 
consisting of SEQ ID Nos: 1-13, and 21, a pharmaceutical composition and a diagnostic 
marker classified in class 530, subclass 300. A single sequence was also required to be 
selected from SEQ ID Nos: 1-13 and 21 that (according to the Examiner) "should not be 
construed as an election of species." Thus, primary Group I was further divided into 14 
separate Groups. 

II. Claims 7-9, drawn to an antibody reactive with the antigenic peptide of primary 
Group I, classified in class 530, subclass 350. A single sequence was also required to be 
selected from SEQ ID Nos: 1-13 and 21 for which the antibody reacts that (according to the 
Examiner) "should not be construed as an election of species." Thus, primary Group II was 
further divided into 14 separate Groups. 

HL Claims 10-21, drawn to a nucleic acid molecule encoding a peptide or 
polypeptide of primary Group I, host cells comprising said nucleic acid, vectors comprising 
said nucleic acid, and a method of producing the antigenic peptide of primary Group I, 
classified in class 536, subclass 23.1. A single sequence was also required to be selected 
from SEQ ID Nos: 1-13 and 21 that (according to the Examiner) "should not be construed 
as an election of species." Thus, primary Group III was further divided into 14 separate 
Groups. 
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IV. Claims 32-40, drawn to a method of treating cancer comprising stimulating the 
production of protective antibodies or immune positive CD4+ cells comprising the 
administration of the peptides of primary Group I, classified in class 514, subclass 2. A 
single sequence was also required to be selected from SEQ ID Nos: 1-13 and 21 that 
(according to the Examiner) "should not be construed as an election of species." Thus, 
primary Group IV was further divided into 14 separate Groups. 

Accordingly, in total, the Examiner restricted and divided the Application into 56 (14 x 4= 
56) Groups to be filed as 56 separate divisional applications. 

On April 4, 2006, the Applicants traversed the restriction requirement and provisionally 
elected primary Group I and SEQ ID No. 1. On July 20, 2006, an Office Action was issued 
wherein the Examiner made the Restriction Requirement final. The restriction requirement, the 
Applicants' response to the restriction requirement, and the Office Action making the restriction 
requirement final can be found in the image file wrapper. 
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POINTS FOR REVIEW 

First, is there a serious burden on the Examiner to rejoin and examine SEQ ID NOS: 1-4 as 
one group; SEQ ID NOS: 5-6 as one group; SEQ ID NOS: 7-9 as one group; SEQ ID NO: 9 as one 
group; SEQ ID NOS: 10-1 1 as one group; SEQ ID NOS: 12-13 as one group; and SEQ ID NO: 21 
as one group. 

Second, are the antibodies of Group II inseparable from and linked to the antigenic peptides 
of Group I by linking claims so that the Examiner is required to examine both Groups I and II 
together as part of the elected invention. 

Third, does the Director have the authority or discretion to restrict inventions that are not 
both "independent" and "distinct" under 35 U.S.C. § 121 . 
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ARGUMENT 

I. There Is No "Serious Burden" To Combine Certain SEP ID NOS. Into One Group 

Under MPEP § 803 , if the search and examination of all the claims in an application can be 
made without serious burden, the examiner must examine such claims on the merits, even though 
they include claims to independent or distinct inventions. MPEP § 808.02 further states: 

[T]he examiner, in order to establish reasons for insisting upon restriction, must >explain 
why there would be a serious burden on the examiner if restriction is not required. Thus, the 
examiner must< show by appropriate explanation one of the following: 

(A) Separate classification thereof: This shows that each **>invention< has 
attained recognition in the art as a separate subject for inventive effort, and also a 
separate field of search. Patents need not be cited to show separate classification. 

(B) A separate status in the art when they are classifiable together: Even though 
they are classified together, each *>invention< can be shown to have formed a 
separate subject for inventive effort when **>the examiner can show< a recognition 
of separate inventive effort by inventors. Separate status in the art may be shown by 
citing patents which are evidence of such separate status, and also of a separate field 
of search. 

(C) A different field of search: Where it is necessary to search for one of the 
**>inventions in a manner that is not likely to result in finding art pertinent to the 
other invention(s) (e.g., searching different classes/subclasses or electronic 
resources, or employing different search queries<, a different field of search is 
shown, even though the two are classified together. The indicated different field of 
search must in fact be pertinent to the type of subject matter covered by the claims. 
Patents need not be cited to show different fields of search. 

Where, however, the classification is the same and the field of search is the same and 
there is no clear indication of separate future classification and field of search, no 
reasons exist for dividing among independent or< related inventions. (Emphasis 
added). 
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A, All The SEQ ID NOS. Are Classified Exactly The Same In Each Primary Group 

All the SEQ ID NOS. are classified exactly the same in each primary Group (Groups I-IV). 
For example, according to the restriction requirement, SEQ ID Nos: 1-13 and 21 of primary Group I 
are all classified in class 530, subclass 300. Likewise, according to the restriction requirement, 
SEQ ID Nos: 1-13 and 21 of primary Group II are all classified in class 530, subclass 350. 
Similarly, according to the restriction requirement, SEQ ID Nos: 1-13 and 21 of primary Group HI 
are all classified in class 536, subclass 23.1. In addition, according to the restriction requirement, 
SEQ ID Nos: 1-13 and 21 of primary Group IV are all classified in class 514, subclass 2. 
Accordingly, it is clear (and the Examiner does not appear to dispute the fact) that all the SEQ ID 
NOS. in each primary Group (Groups I-IV) are classified exactly the same and not classified 
separately as required by MPEP § 808.02(A). 

B. There Is No Separate Status In The Art 

As stated under MPEP § 808.02(B), inventions "classified together can be shown to have 
formed a separate subject for inventive effort when the examiner can show a recognition of separate 
inventive effort by inventors. Separate status in the art may be shown by citing patents which are 
evidence of such separate status . . However, the Examiner has presented no evidence of separate 
inventive effort or separate status in the art for each and every SEQ ID NO., nor has the Examiner 
cited any patents asserted to be evidence of such separate status. The Examiner argues that each 
SEQ ID NO. (each peptide of SEQ ID NOS. 1-13 and 21) is non-overlapping and not coextensive 
with any other SEQ ID NO.; and that all 14 SEQ ID NOS. constitute a separate and distinct search. 
See July 20, 2006 Office Action at page 3. However, this is completely untrue. 

For example, SEQ ID NOS: 2-4 overlap and completely fall within SEQ ID NO. 1. See 
Table 1 which shows that the peptide of SEQ ID NO. 1 is derived from the protein Vimentin and 
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consists of 16 amino acids located at position 202-217. SEQ ID NO. 2 is the same as SEQ ID NO. 
1, minus the first amino acid (15 amino acids located at position 203-217). Similarly, SEQ ID NO. 
3 is the same as SEQ ID NO. 1, minus the first and last amino acid (14 amino acids located at 
position 203-216). Likewise, SEQ ID NO. 4 is the same as SEQ ID NO. 1, minus the last two 
amino acids (14 amino acids located at position 202-215): 

SEQ. MELANOMA PROTEIN 

ID No. LENGTH CELL a SEQUENCE b POSTITION c SOURCE 

1 16 UKRV-Mel-15a TLQSFRQDVDNASLAR 202-217 Vimentin 

2 15 UKRV-Mel-15a LQSFRQDVDNASLAR 203-217 Vimentin 

3 14 UKRV-Mel-15a LQSFRQDVDNASLA 203-216 Vimentin 

4 14 UKRV-Mel-15a TLQSFRQDVDNASL 202-215 Vimentin 
0 Name of the melanoma cell line used after necrotization for pulsing dendritic cells. 

b Sequences of the melanoma cell-derived peptides in one-letter-code 
c Position of the epitope within the protein sequence 

See Table 1 on page 44 of the specification. Thus, because SEQ ID NOS. 1-4 are so close in 
structure, the Examiner has not shown that SEQ ID NOS. 1-4 are each a separate subject of 
inventive effort. Accordingly, SEQ ID NOS: 1-4 should be grouped together. 

Similarly, SEQ ID NO: 6 (17 amino acids located at position 167-183 of Vimentin) 
overlaps and completely falls within SEQ ID NO. 5(18 amino acids located at position 166-183 of 
Vimentin). SEQ ID NO. 6 is the same as SEQ ID NO. 5, minus the first amino acid as shown 
below: 
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SEQ. MELANOMA PROTEIN 

ID No. LENGTH CELL a SEQUENCE b POSTITION c SOURCE 

5 18 UKRV-Mel-20c N DKARVE VERDNLAE DIM 166-183 Vimentin 

6 17 UKRV-Mel-20C DKARVEVERDNLAEDIM 167-183 Vimentin 

0 Name of the melanoma cell line used after necrotization for pulsing dendritic cells. ~~ 
b Sequences of the melanoma cell-derived peptides in one-letter-code 
c Position of the epitope within the protein sequence 

See Table 1 on page 44 of the specification. Thus, because SEQ ID NOS. 5 and 6 are so close in 
structure, the Examiner has not shown that SEQ ID NOS. 5 and 6 are each a separate subject of 
inventive effort. Accordingly, SEQ ID NOS: 5 and 6 should be grouped together. 

Likewise, SEQ ID NO: 8 (15 amino acids located at position 172-186 of the protein elF- 
4A1) overlaps and completely falls within SEQ ID NO. 7(16 amino acids located at position 172- 
1 87 of the protein eIF-4Al). SEQ ID NO. 8 is the same as SEQ ID NO. 7, minus the last amino 
acid as shown below: 



SEQ. MELANOMA PROTEIN 

ID No. LENGTH CELL a SEQUENCE b POSTITION c SOURCE 

7 16 UKRV-Mel-20c SPKYIKMFVLDEADEM 172-187 elF-4A1 

8 15 UKRV-Mel-20c SPKYIKMFVLDEADE 172-186 elF-4A1 

a Name of the melanoma cell line used after necrotization for pulsing dendritic cells. __ 
b Sequences of the melanoma cell-derived peptides in one-letter-code 
c Position of the epitope within the protein sequence 

See Table 1 on page 44 of the specification. Thus, because SEQ ID NOS. 7 and 8 are so close in 
structure, the Examiner has not shown that SEQ ID NOS. 7 and 8 are each a separate subject of 
inventive effort. Accordingly, SEQ ID NOS: 7 and 8 should be grouped together. 
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Similarly, SEQ ID NO: 1 1 (13 amino acids located at position 503-515 of the protein IFN- 
induc. p78) overlaps and completely falls within SEQ ID NO. 10 (14 amino acids located at 
position 503-516 of the protein IFN-induc. p78). SEQ ID NO. 1 1 is the same as SEQ ID NO. 10, 
minus the last amino acid as shown below: 



SEQ. MELANOMA PROTEIN 

ID No. LENGTH CELL a SEQUENCE b POSTITION c SOURCE 

10 14 UKRV-Mel-20c KSKIEDIRAEQERE 503-516 IFN-induc. p78 

11 13 UKRV-Mel-20c KSKIEDIRAEQER 503-515 IFN-induc. p78 
0 Name of the melanoma cell line used after necrotization for pulsing dendritic cells. ~~ 

b Sequences of the melanoma cell-derived peptides in one-letter-code 
0 Position of the epitope within the protein sequence 

See Table 1 on page 44 of the specification. Thus, because SEQ ID NOS. 10 and 1 1 are so close in 
structure, the Examiner has not shown that SEQ ID NOS. 10 and 1 1 are each a separate subject of 
inventive effort. Accordingly, SEQ ID NOS: 10 and 1 1 should be grouped together. 

Likewise, SEQ ID NO: 13 (16 amino acids located at position 668-683 of the protein 
melanotransferrin) overlaps and completely falls within SEQ ED NO. 12 (17 amino acids located at 
position 668-684 of the protein melanotransferrin). SEQ ID NO. 13 is the same as SEQ ID NO. 12, 
minus the last amino acid as shown below: 

SEQ. MELANOMA PROTEIN 

ID No. LENGTH CELL a SEQUENCE b POSTITION c SOURCE 

12 17 Ma-Mel-18a GQDLLFKDATVRAVPVG 668-684 Melanotransferrin 

13 16 Ma-Mel-18a GQDLLFKDATVRAVPV 668-683 Melanotransferrin 

0 Name of the melanoma cell line used after necrotization for pulsing dendritic cells. 
b Sequences of the melanoma cell-derived peptides in one-letter-code 
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c Position of the epitope within the protein sequence 

See Table 1 on page 44 of the specification. Thus, because SEQ ID NOS. 12 and 13 are so close in 
structure, the Examiner has not shown that SEQ ID NOS. 12 and 13 are each a separate subject of 
inventive effort. Accordingly, SEQ ID NOS: 12 and 13 should be grouped together. 

C. The Field of Search Is the Same 

The Applicants respectfully submit that the Examiner has not shown a separate field of 
search for each SEQ ID NO. from SEQ ID Nos: 1-13 and 21 . The Examiner argues that each SEQ 
ID NO. (each peptide of SEQ ID NOS. 1-13 and 21) is non-overlapping and not coextensive with 
any other SEQ ID NO.; and that all 14 SEQ ID NOS. constitute a separate and distinct search. See 
July 20, 2006 Office Action at page 3. However, this is completely untrue. According to the 
specification on page 8, paragraph [0029]-[0030]: 

The MHC class II associated novel antigenic peptides of the invention originate from the 
cytoskeletal protein vimentin (SEQ ID NOS. 1 to 6), the translation faction eIF-4Al (SEQ 
ID NOS. 7 to 9), the IFN-y inducible protein p78 (SEQ ID NOS. 10 and 1 1) and the iron- 
binding surface protein melanotransferrin (SEQ ID NOS. 12 and 13) and melanoma antigen 
recognized by T-cells 1 (MART-1, Melan-A protein; SEQ ID NO: 21). 

Thus, it is clear from the specification that SEQ ID NOS: 1-6 originate from a single protein 
(vimentin); SEQ ID NOS: 7-9 originate from a single protein (eIF-4Al); SEQ ID NOS: 10-1 1 
originate from a single protein (IFN-induc. p78); and SEQ ID NOS: 12-13 originate from a single 
protein (Melanotransferrin). 

In addition, as stated above, SEQ ID NOS: 2-4 overlap and completely fall within SEQ ID 
NO. 1 . See Table 1 which shows that the peptide of SEQ ID NO. 1 is derived from the protein 
Vimentin and consists of 16 amino acids located at position 202-217. SEQ ID NO. 2 is the same as 
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SEQ ID NO. 1, minus the first amino acid (15 amino acids located at position 203-217). SEQ ID 
NO. 3 is the same as SEQ ID NO. 1, minus the first and last amino acid (14 amino acids located at 
position 203-21 6). SEQ ID NO. 4 is the same as SEQ ID NO. 1 , minus the last two amino acids 
(14 amino acids located at position 202-215) as shown below: 



SEQ. 

ID No. LENGTH 



1 



16 



MELANOMA 

CELL 8 SEQUENCE" POSTITION 1 

UKRV-Mel-15a TLQS FRQDVDNASLAR 202-217 



PROTEIN 
SOURCE 

Vimentin 



2 15 UKRV-Mel-15a LQS FRQDVDNASLAR 203-217 Vimentin 

3 14 UKRV-Mel-15a LQSFRQDVDNASLA 203-216 Vimentin 

4 14 UKRV-Mel-15a TLQSFRQDVDNASL 202-215 Vimentin 
a Name of the melanoma cell line used after necrotization for pulsing dendritic cells. 

b Sequences of the melanoma cell-derived peptides in one-letter-code 
c Position of the epitope within the protein sequence 

See Table 1 on page 44 of the specification. Thus, because the sequences are so close in structure, 
SEQ ID NOS. 1-4 are not subject to a separate field of search. Accordingly, SEQ ID NOS: 1-4 
should be grouped together. 

Similarly, SEQ ID NO: 6 (17 amino acids located at position 167-183 of Vimentin) 
overlaps and completely falls within SEQ ID NO. 5 (18 amino acids located at position 166-183 of 
Vimentin). SEQ ID NO. 6 is the same as SEQ ID NO. 5, minus the first amino acid as shown 
below: 



SEQ. 

ID No. LENGTH 
5 18 



MELANOMA 

CELL a SEQUENCE b POSTITION c 

UKRV-Mel-20C NDKARVEVERDNLAEDIM 166-183 



PROTEIN 
SOURCE 

Vimentin 



6 17 



UKRV-Mel-20c DKARVEVERDNLAEDIM 167-183 



Vimentin 
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a Name 0 f ^ e melanoma cell line used after necrotization for pulsing dendritic cells. 
b Sequences of the melanoma cell-derived peptides in one-letter-code 
c Position of the epitope within the protein sequence 

See Table 1 on page 44 of the specification. Thus, because the sequences are so close in structure, 
SEQ ID NOS. 5 and 6 are not subject to a separate field of search. Accordingly, SEQ ID NOS: 5 
and 6 should be grouped together. 

Likewise, SEQ ID NO: 8 (15 amino acids located at position 172-186 of the protein elF- 
4A1) overlaps and completely falls within SEQ ID NO. 7 (16 amino acids located at position 172- 
187 of the protein eIF-4Al). SEQ ID NO. 8 is the same as SEQ ID NO. 7, minus the last amino 
acid as shown below: 



SEQ. MELANOMA PROTEIN 

ID No. LENGTH CELL a SEQUENCE b POSTITION c SOURCE 

7 16 UKRV-Mel-20c SPKYIKMFVLDEADEM 172-187 elF-4A1 

8 15 UKRV-Mel-20C SPKYIKMFVLDEADE 172-186 elF-4A1 
0 Name of the melanoma cell line used after necrotization for pulsing dendritic cells. 

b Sequences of the melanoma cell-derived peptides in one-letter-code 
0 Position of the epitope within the protein sequence 

See Table 1 on page 44 of the specification. Thus, because the sequences are so close in structure, 
SEQ ID NOS. 7 and 8 are not subject to a separate field of search. Accordingly, SEQ ID NOS: 7 
and 8 should be grouped together. 

Similarly, SEQ ID NO: 1 1 (13 amino acids located at position 503-515 of the protein IFN- 
induc. p78) overlaps and completely falls within SEQ ID NO. 10 (14 amino acids located at 
position 503-516 of the protein IFN-induc. p78). SEQ ID NO. 1 1 is the same as SEQ ID NO. 10, 
minus the last amino acid as shown below: 
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SEQ. MELANOMA PROTEIN 

ID No. LENGTH CELL a SEQUENCE b POSTITION c SOURCE 

10 14 UKRV-Mel-20c KSKIEDIRAEQERE 503-516 IFN-induc. p78 

11 13 UKRV-Mel-20c KSKIEDIRAEQER 503-515 IFN-induc. p78 
a Name of the me | a noma cell line used after necrotization for pulsing dendritic cells. 

b Sequences of the melanoma cell-derived peptides in one-letter-code 
c Position of the epitope within the protein sequence 

See Table 1 on page 44 of the specification. Thus, because the sequences are so close in structure, 
SEQ ID NOS. 10 and 1 1 are not subject to a separate field of search. Accordingly, SEQ ID NOS: 
10 and 1 1 should be grouped together. 

Likewise, SEQ ID NO: 13 (16 amino acids located at position 668-683 of the protein 
melanotransferrin) overlaps and completely falls within SEQ ID NO. 12 (17 amino acids located at 
position 668-684 of the protein melanotransferrin). SEQ ID NO. 13 is the same as SEQ ID NO. 12, 
minus the last amino acid as shown below: 

SEQ. MELANOMA PROTEIN 

ID No. LENGTH CELL a SEQUENCE b POSTITION c SOURCE 

12 17 Ma-Mel- 18a GQDLLFKDATVRAVPVG 668-684 Melanotransferrin 

13 16 Ma-Mel-18a GQDLLFKDATVRAVPV 668-683 Melanotransferrin 
a Name of the melanoma cell line used after necrotization for pulsing dendritic cells. 

b Sequences of the melanoma cell-derived peptides in one-letter-code 
c Position of the epitope within the protein sequence 
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See Table 1 on page 44 of the specification. Thus, because the sequences are so close in structure, 
SEQ ID NOS. 12 and 13 are not subject to a separate field of search. Accordingly, SEQ ID NOS: 
12 and 13 should be grouped together. 

II. The Peptides Of Group I Are Inseparable From The Antibodies Of Group II 

In addition, the antigenic peptides of Groups I should be combined with the antibodies of 
Group II because the claimed antibodies of Group II are inseparable from, linked, and defined by 
the antigenic peptides of Group I. 

The antibodies of Group II are inseparable from Group I because such antibodies are 
defined by their reactivity (or functional ability to bind) to the corresponding antigenic peptides of 
Group I. Without the antigens of Group I the antibodies of Group II could not be made since the 
antigens of Group I are required to raise or produce the antibodies of Group II. Thus, the antibodies 
of Group II are defined by and inseparable from the antigens of Group I. The antigenic peptides of 
Group I and the antibodies of Group II (reactive with the antigenic peptides of Group I) are also 
linked by a common linking claim (claim 1). See the antibody claims of claims 7-9 which are all 
dependent on the antigenic peptide of claim 1. 

Pursuant to MPEP § 809, such inseparable linked claims must be examined with and are 
considered part of the invention elected. MPEP § 809 states: 

There are a number of situations which arise in which an application has claims to two or 
more properly divisible inventions, so that a requirement to restrict the claims of the 
application to one would be proper, but presented in the same case are one or more claims 
(generally called "linking" claims) inseparable therefrom and thus linking together the 
otherwise divisible inventions. 

* * * * 
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The linking claims must be examined with, and thus are considered part of the invention 
elected. 

Therefore, pursuant to MPEP § 809, the linked peptides of Group I (which are inseparable 
from the antibodies of Group II) should be joined and examined together. 

The Examiner argues that there are only two types of linking claims: (a) genus claims 
linking species claims and (b) subcombination claims linking plural combinations (none of which 
apply to this situation). See the July 20, 2006 Office Action at pages 3-4. However, the Examiner 
is completely wrong. MPEP § 809 states that species and subcombination claims are examples of 
the most common type of linking claims (not that they are the only two types of linking claims that 
exist): 

The most common types of linking claims which, if allowable, act to prevent restriction 
between inventions that can otherwise be shown to be divisible, are 

(A) genus claims linking species claims; and 

(B) subcombination claims linking plural combinations (MPEP §809, emphasis 
added). 

Thus, the Examiner is completely wrong on this point. Linking claims are not limited to 
species and subcombination claims. Claim 1 of the present invention (covering antigenic peptides) 
is a linking claim which links claims 7-9 of the present invention (covering antibodies). 

III. The Director Does Not Have The Authority Or Discretion To Restrict 
Inventions That Are Not Independent And Distinct Under 35 U.S.C $121 

The Director does not have the authority under 35 U.S.C. § 121 to restrict inventions that 
are not independent mid distinct under 35 U.S.C. § 121 : 
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If two or more independent and distinct inventions are claimed in one application, the 
Director may require the application to be restricted to one of the inventions. 35 U.S.C. § 
121 (emphasis added). 

In the present application, it is not clear that the Examiner has restricted the application to 
inventions that are both independent and distinct inventions. See the arguments noted above. 

In addition, it is respectfully submitted that the USPTO has been interpreting the term 
"independent and distinct" under 35 U.S.C. § 121 inconsistently with the written language of the 
statute. With regard to this point, MPEP § 809.01 states: 

"Independent," of course means not dependent A large number of inventions between 

which, prior to the 1952 Act, division has been proper ... If section 121 of the 1952 Act 
were intended to direct the Director never to approve division between dependent 
inventions, the word "independent" would clearly have been used alone. If the Director has 
authority or discretion to restrict independent inventions only, then restriction would be 
improper as between dependent inventions . . . Such was clearly not the intent of Congress. 
Nothing in the language of the statute and nothing in the hearings of the committees 
indicate any intent to change the substantive law on this subject. On the contrary, joinder of 
the term "distinct" with the term "independent", indicates lack of such intent. The law has 
long been established that dependent inventions (frequently termed related inventions) such 
as used for illustration above may be properly divided if they are, in fact, "distinct" 
inventions, even though dependent. 

However, the Applicants respectfully disagree with this interpretation of the 35 U.S.C. § 
121 . Statutes should be interpreted by their plain and ordinary meaning. Justice Scalia of the U.S. 
Supreme Court explains that courts "interpret laws rather than reconstruct legislators' intentions. 
Where the language of those laws is clear, we are not free to replace it with an unenacted legislative 
intent" INS v. Cardoza-Fonseca, 480 U.S. 421, 452-53 (1987) (concurring). 

Accordingly, 35 U.S.C. § 121 clearly states that only independent and distinct inventions 
can be restricted. As MPEP § 809.01 correctly suggests, the term "independent" does not include 
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dependent claims dependent on independent claims. Thus, according to the plain and ordinary 
meaning of the statue (35 U.S.C. § 121), no dependent claim should ever be restricted. In addition, 
the term " and distinct " adds an additional requirement- which is that only independent claims 
which are also "distinct" can be restricted. The use of the word " and " clearly indicates that the 
statute should be read in the conjunctive form (not disjunctive form- otherwise Congress would 
have used the term "or"). See Pueblo of Santa Ana v. Kelly, 932 F. Supp. 1284, 1292 (D. N. Mex. 
1996) (use of the conjunctive "and" in a list means that all of the listed requirements must be 
satisfied). 

At a minimum, regardless of whether the Director agrees or disagrees with the above 
interpretation of the term "independent and distinct," the Applicants respectfully request that the 
Director review the Examiner's restriction requirement (using the PTO's so-called "second pair of 
eyes") and direct the Examiner to rejoin and examine any Groups that the Director believes are not 
independent and distinct inventions under the Director's interpretation of 35 U.S.C. § 121 . 

III. Conclusion 

There is no serious burden on the Examiner to rejoin and examine SEQ ID NOS: 1-4 as one 
group; SEQ ID NOS: 5-6 as one group; SEQ ID NOS: 7-9 as one group; SEQ ID NO: 9 as one 
group; SEQ ID NOS: 10-1 1 as one group; SEQ ID NOS: 12-13 as one group; and SEQ ID NO: 21 
as one group. 

In addition, the antibodies of Group II are inseparable from, defined by, and linked by the 
antigenic peptides of Group I (by claim 1- the linking claim) such that the Examiner should be 
required to examine both Groups I and II together as part of the elected invention pursuant to MPEP 
§809. 
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Finally, the Applicants respectfully submit that the Director does not have the proper legal 
authority or discretion under 35 U.S.C. § 121 to restrict inventions that are not both independent 
and distinct. 
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ACTION REQUESTED 



The Applicants respectfully request that the Director direct the Examiner to rejoin and 
examine SEQ ID NOS: 1-4 as one group; SEQ ID NOS: 5-6 as one group; SEQ ID NOS: 7-9 as 
one group; SEQ ID NO: 9 as one group; SEQ ID NOS: 10-1 1 as one group; SEQ ID NOS: 12-13 as 
one group; and SEQ ID NO: 21 as one group. 

In addition, the Applicants respectfully request that the Director direct the Examiner to 
rejoin and examine the peptides (of Group I) together with the antibodies (of Group II). 

Finally, the Applicants respectfully request that the Director review the Examiner's 
restriction requirement (using the PTO's so-called "second pair of eyes") and direct the Examiner to 
rejoin and examine any Groups that are not independent and distinct inventions. 

It does not appear that there is any fee associated with the filing of this petition. However, 
the Director is hereby authorized to charge any deficit, or credit any overpayment, to Deposit 
Account No. 08-2525. 



Respectfully submitted, 



Brian C. Remy 
Attorney for Applicant(s) 
(Reg. No. 48,176) 
340 Kingsland Street 
Nutley, New Jersey 07110 
Telephone: (973)235-6516 
Telefax: (973)235-2363 




249180 
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